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DETAILED ACTION 

1 . This action is issued in response to the Amendment filed on 12/07/2006. 

2. No claims were amended. No claims were canceled. No claims were added. 

3. This action is made Final. 

4. Claims 1 -31 are pending in this application. 

5. Applicant's arguments filed on 12/07/2006 have been fully considered but they 
are not persuasive. 

Claim Rejections - 35 (JSC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-2, 6, 13, 17-19, 21 -23, and 26 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Bays et al. (Bays hereinafter) (US Patent No. 6,519,603 B1, 
issued: February 11, 2003). 



Regarding Claims 1 , and 21 , Bays discloses a computer-readable medium 
containing a program for managing annotations having multiple states which, when 
executed by a processor, performs operations comprising: 
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creating an annotation record comprising one or more fields for storing 
annotation data (Col. 2, lines 20 - 28, "multiple annotations may be entered for a single 
annotatable data item", Bays); 

retrieving annotation data stored in the annotation record (Col. 2, lines 33 - 36, 
"to retrieve either annotations related to specific database material or database material 
related to specific annotations", Bays); and 

applying a set of state rules to determine a first state of the annotation based on 
the annotation data (Col. 3, lines 25 - 30, Bays 1 ). 

Regarding Claims 2, and 23, Bays discloses a computer-readable medium, 
wherein the operations further comprise 

receiving additional annotation data (Col. 3, lines 53 - 56, Bays); 

updating the annotation record with the additional annotation data (Col. 8, lines 
14-19, Bays); and 

applying the set of state rules to determine a second state of the annotation 
based on the annotation data in the updated annotation record (Col. 9, lines 12-14 
and 59 - 65, Bays). 

Regarding Claims 6, Bays discloses a method, wherein: 
the annotation record is associated with a particular annotation type (Fig. 2, item 
50 and 88, "Field or Prospect" and "Status", Col. 7, lines 19-22, Bays 2 ); and 
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the method further comprises retrieving the state rules based on a type of the 
annotation (Col. 7, lines 20 - 29 and 34 - 37, Bays). 

Regarding Claims 7, Bays discloses a method, wherein the method further 
comprises: 

generating an interface screen based on an annotation structure associated with 
the annotation type, wherein the annotation structure identifies the one or more fields 
(Fig. 2, item 50 and 88, "Field or Prospect" and "Status", Col. 6 and 7, lines 33 - 37 and 
19-22; respectively, Bays 3 ); and 

receiving annotation data via the interface (Col. 6 and 7, lines 33 - 37 and 10 - 
14; respectively, Bays). 

Regarding Claims 8, Bays discloses a method, wherein the annotation record 
comprises a field indicating the current state of the annotation (Fig. 2, item 50, Status: 
Appraisal, Col. 7, lines 17-20, Bays). 

Regarding Claims 13, Bays discloses a method for managing annotations having 
multiple states, comprising: 



1 Wherein the step of filtering and transforming the entered annotation corresponds to the step of applying 
a set of state rules as claimed. 

2 Wherein the Field or Prospect corresponds to the annotation type claimed. 

3 Wherein the Field or Prospect corresponds to the annotation type claimed. 
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defining a plurality of annotation types, each annotation type having one or more 
associated fields (Fig. 2, item 50 and 88, "Field or Prospect" and "Status", Col. 6 and 7, 
lines 33 - 37 and 19- 22; respectively, Bays 4 ); 

defining a set of state rules for each annotation type (Col. 7, lines 34 - 37, Bays), 
wherein each state rule identifies an annotation state based on annotation data in the 
one or more fields associated with its corresponding annotation type (Col. 9, lines 12 - 
14 and 60 - 65, Bays 5 ); and 

providing a state machine capable of retrieving annotation data for an annotation 
of one of the defined annotation types (Col. 6, lines 45 - 51 , "the annotations can be 
retrieved on the request of a user of, for example, a GUI application, or on the request 
of a software application running for example on a computer 4", Bays), applying the 
state rules for that type to the annotation data to determine the state of the annotation 
(Col. 3, lines 25 - 30, Bays 6 ), and providing an indication of the annotation state (Fig. 2, 
item 50, Status: Appraisal, Col. 7, lines 17-20, Bays). 

Regarding Claims 17, Bays discloses a method, further comprising: 
providing annotation structures for each annotation type, wherein each 
annotation structure identifies the one or more fields for a corresponding annotation 



4 Wherein the Field or Prospect corresponds to the annotation type claimed. 

5 Wherein the step of identifying the desired categories (Col. 9, lines 11-14, Bays) and further indicating 
which transformations applied to the annotation content (Col. 9, lines 60 - 65, Bays) corresponds to the 
step of defining a set of state rules for each annotation type as claimed. 

6 Wherein the step of filtering and transforming the entered annotation corresponds to the step of applying 
a set of state rules as claimed. 
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type (Fig. 2 and 3B, item 50, 89, and item: 135, "define annotation structure from 
categories" and "Field or Prospect", Col. 7, lines 19-24, Bays 7 ); and 

generating annotation forms, based on the annotation structures, for receiving 
annotation data for each annotation type (Fig. 3C, items 160, 165, and 170, Col. 10, 
lines 12 - 17, a template, Bays). 

Regarding Claims 18, Bays discloses a method for gathering information about a 
plurality of processes of a similar process type, comprising: 

providing an annotation form for receiving annotation data in a plurality of fields 
related to the processes (Fig. 3C, items 160, 165, and 170, Col. 10, lines 12 - 17, a 
template, Bays); 

storing annotation data received via the annotation form in a plurality of 
annotation records (Fig. 1 A, item 20, Annotation metadata store, Col. 2 and 7, lines 53 - 
59 and 2-5; respectively, Bays), wherein each annotation record relates to one of the 
similar type processes (Fig. 2, item 50 and 88, "Field or Prospect" and "Status", Col. 6 
and 7, lines 33 - 37 and 19 - 22; respectively, Bays 8 ); 

providing a set of state rules defining a plurality of states for the annotation based 
on the annotation data in each record (Col. 9, lines 12-14 and 60 - 65, Bays); 



7 Wherein the Field or Prospect corresponds to the annotation type claimed; and wherein the different 
attributes of the view in the first row corresponds to the annotation structure claimed. 

8 Wherein the Field or Prospect corresponds to the annotation type claimed. 
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applying the state rules to the annotation data in each record to determine the 
state of each annotation (Col. 3, lines 25 - 30, Bays 9 ); and 

generating a report indicating the state of each annotation (Col. 10, lines 26 - 33, 
Bays 10 ). 

Regarding Claims 19, Bays discloses a method, wherein each annotation record 
comprises a field for storing the current state of the corresponding annotation (Fig. 2, 
item 50, Status: Appraisal, Col. 7, lines 17-20, Bays). 

Regarding Claims 22, Bays discloses a computer-readable medium, wherein the 
operations further comprise providing an indication of the first state of the annotation in 
an interface screen displaying the annotation data (Fig. 2, item 50, Status: Appraisal, 
Col. 7, lines 17-20, Bays). 

Regarding Claims 26, Bays discloses an annotation system, comprising: 
one or more annotation structures, each identifying one or more annotation fields 
associated with an annotation type (Fig. 2 and 3B, item 50, 89, and item: 135, "define 
annotation structure from categories" and "Field or Prospect", Col. 7, lines 19-24, 
Bays 11 ); 

9 Wherein the step of filtering and transforming the entered annotation corresponds to the step of applying 
a set of state rules as claimed. 

10 Wherein the different views suitable for accountants, geologists, chemists, etc correspond to the report 
claimed. 

11 Wherein the Field or Prospect corresponds to the annotation type claimed; and wherein the different 
attributes of the view in the first row corresponds to the annotation structure claimed. 
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an annotation store for storing annotation records (Fig. 1 A, item 20, Annotation 
metadata store, Col. 2 and 7, lines 53 - 59 and 2-5; respectively, Bays), each having 
fields associated with one of the annotation types (Fig. 2, item 50 and 88, "Field or 
Prospect" and "Status", Col. 6 and 7, lines 33 - 37 and 19 - 22; respectively, Bays 12 ); 

a set of state rules for each annotation type, wherein each set of state rules 
defines a plurality of states for each associated annotation type based on the annotation 
data in the one or more associated fields (Col. 9, lines 12-14 and 60 - 65, Bays); and 

a state machine configured to access an annotation record (Col. 6, lines 45 - 51 , 
"the annotations can be retrieved on the request of a user of, for example, a GUI 
application, or on the request of a software application running for example on a 
computer 4", Bays) and apply the set of state rules for the corresponding annotation 
type to determine an annotation state based on the date stored therein (Col. 3, lines 25 
- 30, Bays 13 ). 



Wherein the Field or Prospect corresponds to the annotation type claimed. 
13 Wherein the step of filtering and transforming the entered annotation corresponds to the step of 
applying a set of state rules as claimed. 
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Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicants advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 3-5, 9- 12, 14- 16, 20, 24-25, and 27-31 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Bays et al. (Bays hereinafter) (US Patent No. 
6,519,603 B1 , issued: February 1 1 , 2003), in view of Setya (US Patent App. Pub. No. 
2006/0111953 A1, filed: October 16, 2003). 



Regarding Claims 3, Bays discloses all the limitations as disclosed above 
including states of annotations. However, Bays is silent with respect to an indication that 
the state has changed. On the other hand, Setya discloses providing an indication that 
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the state of the annotation has changed from the first state to the second state (Page 6 
and 21 , [01 1 0] and [0226], lines 1 0 - 1 3 and 1 - 7; respectively, Setya 14 ). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the Setya's teachings to the system Bays. Skilled artisan would have been 
motivated to do so, as suggested by Setya (Page 1 , [0008] and [0009], lines 1 - 4 and 5 
- 7, Setya), to provide a system, which can handle changes in the business enterprises; 
and to control data. In addition, both of the references (Bays and Setya) teach features 
that are directed to analogous art and they are directed to the same field of endeavor, 
such as, databases management systems, status information. This close relation 
between both of the references highly suggests an expectation of success. 

Regarding Claims 4, the combination of Bays in view of Setya discloses a 
method, wherein providing the indication that the state of the annotation has changed 
comprises notifying an entity (Page 6 and 21, [0110] and [0226], lines 10 - 12 and 1 - 
6; respectively, Setya 15 ). 

Regarding Claims 5, the combination of Bays in view of Setya discloses a 
method, wherein notifying the entity comprises notifying an entity responsible for 
providing annotation data required to change the state of the annotation from the 



14 Wherein the step of updating to done corresponds to the step of changing the state of the annotation 
claimed. 

15 Wherein the step of deleting the tasks whose current status is done corresponds to the step of 
indicating as claimed. 
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second state to a third state (Page 6 and 21, [0110] and [0226], lines 10- 12 and 1 -6; 
respectively, Setya). 

Regarding Claims 9, the combination of Bays in view of Setya discloses a 
method, further comprising initiating a process in response to detecting a change in the 
annotation state (Page 21 , [0226], lines 1 - 7, Setya 16 ). 

Regarding Claims 10, the combination of Bays in view of Setya discloses a 
method, wherein the process examines a number of annotations in the same annotation 
state (Page 21 , [0226], lines 1 - 7, "the tasks whose status is "done" from the task list 
112", Setya). 

Regarding Claims 1 1 , the combination of Bays in view of Setya discloses a 
method, wherein the process modifies the annotation data (Page 21, [0226], lines 1 - 2. 
"update to done", Setya). 

Regarding Claims 12, the combination of Bays in view of Setya discloses a 
method, wherein the process initiates another process (Page 21 , [0226], lines 5-7, 
Setya 17 ). 



Wherein the step of deleting the tasks corresponds to the step of initiating a process claimed; and 
wherein deleting corresponds to the process claimed. 

17 Wherein the step of showing the done list corresponds to the other process claimed. 
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Regarding Claims 14, the combination of Bays in view of Setya discloses a 
method, wherein at least one of the state rules for at least one of the annotation types 
identifies a state based on the presence or absence of data in at least one of the fields 
associated with that annotation type (Page 21 , [0227], lines 24 - 27 and 30 - 32, 
Setya 18 ). 

Regarding Claims 15, the combination of Bays in view of Setya discloses a 
method, wherein at least one of the state rules for at least one of the annotation types 
identifies a state based on the presence or absence of data in at least two of the fields 
associated with that type (Page 22, [0227], lines 55 - 60, Setya). 

Regarding Claims 16, the combination of Bays in view of Setya discloses a 
method, wherein at least one of the state rules for at least one of the annotation types 
identifies a state based on a specified string of text in one of the fields associated with 
that type (Page 21, [0227], lines 30 - 32, "selects the character sequence "attach" 
inside the task status table", Setya). 

Regarding Claims 20, the combination of Bays in view of Setya discloses a 
method, wherein at least one of the state rules defines an annotation state based on 
presence or absence of data in one of the fields (Page 22, [0227], lines 55 - 60, Setya). 



Wherein the step including the user selecting an icon by checking corresponds to the step of identifying 
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Regarding Claims 24, the combination of Bays in view of Setya discloses a 
computer-readable medium, further comprising notifying an entity of the state of the 
annotation (Page 6 and 21 , [01 1 0] and [0226], lines 1 0 - 1 2 and 1 - 6; respectively, 
Setya). 

Regarding Claims 25, the combination of Bays in view of Setya discloses a 
computer-readable medium, wherein the entity is responsible for providing annotation 
data required to change the state of the annotation (Page 21 , [0226], lines 1-7, 
Setya 19 ). 

Regarding Claims 27, the combination of Bays in view of Setya discloses an 
annotation system, wherein the system further comprises an executable component for 
communicating a determined annotation state to an entity (Page 21, [0226], lines 4-5, 
Setya 20 ). 

Regarding Claims 28, the combination of Bays in view of Setya discloses an 
annotation system, wherein the executable component retrieves the annotation state as 
a field in an annotation record (Fig. 41, status, Page 21, [0225], lines 1-10, Setya). 



a state based on the presence or absence of data as claimed. 

19 Wherein the step of transferring the task done list corresponds to the step of providing annotation data 
claimed. 

20 Wherein the step of transferring corresponds to the step of communicating as claimed. 
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Regarding Claims 29, the combination of Bays in view of Setya discloses an 
annotation system, wherein the executable component retrieves the annotation state 
from the state machine (Fig. 41, status, Page 21, [0225], lines 1 - 10, Setya). 

Regarding Claims 30, the combination of Bays in view of Setya discloses an 
annotation system, wherein at least one of the state rules associated with one of the 
annotation types defines an annotation state based on the presence or absence of data 
in at least one of the associated fields (Page 22, [0227], lines 55 - 60, Setya). 

Regarding Claims 31 , the combination of Bays in view of Setya discloses a 
annotation system, wherein at least one of the state rules associated with one of the 
annotation types defines an annotation state based on the presence or absence of a 
text string in at least one of the associated fields (Page 21 , [0227], lines 30 - 32, 
"selects the character sequence "attach" inside the task status table", Setya). 
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Response to Arguments 

1 . Applicant argues that the prior art fails to disclose; "applying a set of rules to 
determine a first state of the annotation based on the annotation data." 

Examiner respectfully disagrees. The applied art Bays does disclose: applying a 
set of rules to determine a first state of the annotation based on the annotation data 
(Col. 3, lines 25 - 30, "Filtering and transforming the entered annotation content based 
on the context of the reader can be used to a retrieved only relevant information... to 
present the information in a form easily understood by the discipline or role of the 
reader... ", Bays). Wherein the step of filtering and transforming the entered annotation 
corresponds to the step of applying a set of state rules as claimed. Furthermore, Bays 
discloses the details with respect to the state of the annotation (Fig. 2, item 88, 
"STATUS" APPRAISAL, Col. 7, lines 27 - 31 , Bays). 

2. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., using state rules) are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are not read into 
the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 

3. Applicant argues that the prior art fails to disclose; "defining a set of state rules 
for each annotation type, wherein each state rule identifies an annotation state based 
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on annotation data in the one or more fields associated with its corresponding 
annotation type". 

Examiner respectfully disagrees. The applied art Bays does disclose: defining a 
set of state rules for each annotation type (Col. 7, lines 34 - 37, Bays), wherein each 
state rule identifies an annotation state based on annotation data in the one or more 
fields associated with its corresponding annotation type (Col. 9, lines 12-14 and 60 - 
65, Bays). Wherein the step of identifying the desired categories (Col. 9, lines 11-14, 
Bays) and further indicating which transformations applied to the annotation content 
(Col. 9, lines 60 - 65, Bays) corresponds to the step of defining a set of state rules for 
each annotation type as claimed. Additionally, Bays discloses details with respect to the 
annotation states (See - Response to Argument 1 , in this Office Action above). 

4. Applicant argues that the prior art fails to disclose; "providing a set of state rules 
defining a plurality of states for the annotation based on the annotation data in each 
record". 

Examiner respectfully disagrees. . The applied art Bays does disclose: providing 
a set of state rules defining a plurality of states for the annotation based on the 
annotation data in each record (Col. 9, lines 59 - 65, "specify a filter or modify a 
template to reflect the reader's context ...transformations that should be applied to the 
annotation content", Bays). Furthermore, Bays discloses more details with respect to 
the plurality of states for the annotation (Fig. 2, "STATUS" APPRAISAL, Col. 7, lines 29 
- 31 , "As a result, this exemplary query combines attributes of data along with the 
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annotation content to qualify the results"; wherein "STATUS" APPRAISAL correspond to 
the states claimed; Bays). 

5. Applicant argues that the office action fails to disclose prima facie case of 
obviousness. 

Examiner respectfully disagrees. According to MPEP § 2142, to establish prima 
facie case of obviousness three basic criteria must be met. First, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to 
combine the reference teachings. The prior art discloses a suggestion for combining the 
references (Page 1, [0008] and [0009], lines 1 - 4 and 5 - 7, Setya). 
As suggested by Steya, skilled artisan would have been motivated to make such 
combination, to provide a system, which can handle changes in the business 
enterprises; and to control data. Second, there must be a reasonable expectation of 
success. The prior art suggests a successful outcome of this combination, such as, 
being able to handle changes in the business enterprises. Third, both of the references 
(Bays and Steya) teach features that are directed to the same industry field of database 
management systems, such as, records and states. This close relation between both of 
the references highly suggests an expectation of success. Therefore, the combination of 
discloses all the claim limitations disclosed in the claimed invention (see- citations of 
claims 3 - 5, 9 - 12, 14 - 16, 20, 24 - 25, and 27 - 31 above). 



Application/Control Number: 10/803,603 



Art Unit: 2162 



Page 18 



Conclusion 

1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

2. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Prior Art Made Of Record 

1 . Bays (US Patent No. 6,51 9,603 B1 , issued: February 1 1 , 2003) discloses a 
method and system for organizing an annotation structure and for querying data and 
annotations. 

2. Setya (US Patent App. Pub. No. 2006/01 1 1 953 A1 , filed: October 1 6, 2003) 
discloses a virtual knowledge management system. 

3. Sabiers et al. (US Patent App. Pub. 2004/01 50669 A1 ) discloses a graphical user 
interface for describing the state of a managed system. 

4. Gupta et al. (US Patent No. 6,956,593 B1 ) discloses a user interface for creating, 
viewing and temporally positioning annotations for media content. 

5. Altaman (US Patent App. Pub. No. 2004/0163042 A1 ) discloses a method and 
system for annotating documents using an independent annotation repository. 

6. Horvitz et al. (US Patent App. Pub. No. 2003/0023623 A1 ) discloses a schema- 
based service for identity-based access to presence data. 
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Points Of Contact 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Giovanna Colan whose telephone number is (571 ) 272- 
2752. The examiner can normally be reached on 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Breene can be reached on (571) 272-4107. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Giovanna Colan 
Examiner 
Art Unit 2162 
February 21, 2007 




